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Although there are exceptions, if the imitation
is created using the original as a template, there
is an obvious question as to its legality. Two
questions should be asked and answered by a
Jawyer: (1) why was the original needed? and (2)

why wasn't the product created as an original
work using the imitator’s own creativity? The
answer to these questions may reveal some of
the additional trends identified in the following
sections.

There is a popular urban legend that if an origi-
nal design is changed by 10%, then it is not an
infringement. This is a fantasy. There is no such
rule, and in practice, a 10% change in a distinc-
tive or unique product or design may be incon-
sequential. This assumes for a moment that
changes can be so quantified and tallied into
percentages. This is another fantasy. Even if a
10% design change could be quantified, in some
instances it may be more than enough to avoid
illegality. This would occur if, for example, the
field of the prior art was very crowded or the
change affected the one distinguishing feature
of the original over the prior art. On the other
hand, one can imagine a scenario where a hefty
percentage is changed, and the imitation still
looks very much like the original. Rather than
a percentage test, the law provides that if an
imitator attempts to design around the origi-
nal, it must follow these legal standards to avoid
Hability:

1. if patent infringement is to be avoided, the
imitation must not be substantially similar
to the eye of the ordinary observer, giving
such attention to detail as an ordinary ob-
server would give. In making this determi-
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nation, the prior art must be kept in mind.
Employing this standard, the ordinary
observer is not the professional interior
designer who notices subtle differences.
Instead, it is the typical end-purchaser. One
way to look at this is if the imitation looks
closer to the patented piece than it does

to any of the prior art, it is probably an
infringement.

2. If copyright infringement is to be avoided,
the imitation must not be copied. If copy-
ing is denied, it is presumed to have oc-
curred despite the denial if the imitation is
substantially similar to the original and the
imitator had access to the original. Access
is presumed if the original is subject to a
filed copyright application.

3. If trade dress infringement is to be avoided,
the imitation must not be confusingly simi-
lar to the original, and the original must
either be distinctive (if it is something other
than a product), or it must be very famous
such that relevant consumers recognize
the product from its appearance as coming
from a single source, even if they are not
sure of the name of the source. In other
words, it must be an icon.

When Is an Imitation an lilegal Knockoff?
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THE PRODUCT IS MARKED

Frequently patented products are marked with
a patent number or a patent pending warn-
ing. Similarly, copyrighted works are often
marked with a notice. If the imitator sees
either marking, and nonetheless proceeds to
use the product or work as inspiration with-
out advice of counsel, then the imitation is
highly suspect. Sometimes, emboldened imi-
tators actually remove the notice or otherwise

obliterate it to obtain the assistance of unwit-
ting third parties, who are also liable, despite
their lack of knowledge. One cannot rely on a
lack of marking. In most, if not all trade dress
infringement cases, there is no marking. Also,
liability exists in both copyright law and pat-
ent law in the absence of marking. Only the
size of the monetary award is affected by a
lack of marking.

SAVVY IMITATOR TURNS A BLIND EYE

Incredibly, all too often, an illegal knockoff is
marketed by an entity that has its own design
protection portfolio, and sometimes has taken
measures to enforce it, including conduct-
ing lawsuits against others. These imitators are
highly sophisticated in the area of design pro-
tection, so it seems incomprehensible that they
would blatantly imitate that which is not theirs
and not know it is a problem. This behavior can
be only explained as willfully turning the blind
eye. If the imitator fails to ask for an opinion of
counsel prior to the product launch, if the imi-
tator is aware of the original and yet does not

If the imitator was motivated to create an
imitation to take advantage of the status,
goodwill, and/or reputation of the original,
then the imitation may be illegal. Further pre-
dictors of illegality can be found if the imi-
tation was created in an unreasonably short
period of time with minimal or less than rea-
sonable amount of expense, trial, and error.
Additional predictors exist if, after the imita-
tion hits the market, it succeeds sooner than

CHAPTER 6 ]/”/( ETHICS AND LEGALITY

THE IMITATOR HOPES TO REAP WHERE IT HAS NOT SOWN

question its proximity to it, if the imitation is
marketed in the same channels trade because of
the known desire for the product, the prediction
is the eye has been blinded intentionally. The
most plausible explanation is that the imitator
believes the knockoff is illegal. Turning a blind
eye is strong evidence of the imitator’s state of
mind. Consequently, if the imitator suspects
that the imitation may be illegal yet chooses
not to find out, then it is most likely illegal.
After the willful blind eye is established, if the
knockoftis illegal, the damages can be increased
exponentially.

is reasonably expected without the same level
of marketing and advertising as the original.
A plausible explanation of this overnight suc-
cess is that the imitation unfairly benefited
from the original. Because our legal system
is based in equity and fairness, judges and
juries typically do not like it when an imita-
tor unfairly reaps from the labor and invest-
ment of others. They typically find this good
fortune to be illegal.









