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“Equity aids the vigilant, not those 
who slumber on their rights.”

It is this legal maxim that is the driv-
ing force behind the equitable defense 
of laches. Laches is a defense that 
was developed by the courts of equity 
which would deny a plaintiff recovery 
from a lawsuit which was unreasonably 
delayed in its origin. Courts are often 
reluctant to apply laches to any given 
case, but it still exists as a safety net 
for appropriate situations.

In the intellectual property context, 
the Supreme Court in 2014 had dealt 
a blow to the defense of laches in the 
case of Petrella v. Metro-Goldwyn-May-
er.1 In Petrella, the Supreme Court held 
that, because the Copyright Act pro-
vided for a three-year statute of limita-
tions for damages, the defense of lach-
es could not bar plaintiff ’s relief within 
the three-year period in a copyright in-
fringement suit. It was unclear whether 
or not the Petrella holding applied to 
suits outside of the copyright realm. 

This past March, the Supreme Court 
expanded the holding of Petrella into 
patent infringement cases in SCA Hy-
giene Prod. Aktiebolag v. First Quali-
ty Baby Prod., LLC.2 In this case, the 
plaintiff, SCA, had notified the de-
fendant, First Quality, of its potential 
infringement as early as 2003. Howev-
er, SCA did not file suit against First 
Quality until 2010. The Patent Act, in 
35 U.S.C. § 286, provides that plaintiff 
may receive damages for infringement 
from the six years prior to filing suit.

The Federal Circuit Court of Ap-
peals, relying on Federal Circuit prece-
dent, held that laches barred this claim 

despite the Supreme 
Court’s Petrella rul-
ing. The Supreme 
Court, in an opinion 
by Justice Alito, re-
versed the Feder-
al Circuit and held 
that laches cannot 
bar relief in patent 
cases within the six-
year statutory period. 
The Court reasoned 
that laches only ap-
plies where there is 
no fixed time period 

for relief and no statute of limitations. 
Laches is considered to be a gap-filling 
doctrine, and when there is a statute of 
limitations, there is “no gap to fill.”

Some, including dissenting Justice 
Breyer, have become concerned with 
the Supreme Court’s holding in the 
SCA case. First Quality had argued that 
laches could apply because the Patent 
Act does not provide a true statute of 
limitations. While most statutes of lim-
itations run forward from the date of the 
cause of action, the Patent Act’s (and 
also Copyright Act’s) statute of limita-
tions runs backwards from the date the 
complaint or counterclaim was filed. 
This is based on the notion that each 
time an infringing product is produced, 
a new cause of action accrues.

The patent holder, thus, would be able 
to recover from any infringing product 
produced within the six years prior to 
the filing of the complaint. Due to this, 
Justice Breyer found that it is possible 
that a patent holder could know of an 
infringing product in Year 1 of the pat-

ent’s life, wait up to 20 years for the in-
fringing product to maximize its profits, 
and then file suit. Such practice could 
potentially be abuse of the Patent Act, 
something that may not have been in-
tended by the seven majority opinion 
Supreme Court justices nor the drafters 
of the Patent Act.

Much of the majority opinion in SCA 
deferred to the Court’s Petrella opin-
ion and the elimination of laches for 
copyright infringement cases. Howev-
er, the Petrella decision provided an 
exception to their ruling against lach-
es, one which the SCA decision did not 
recognize. In Petrella, the Court held 
that laches may be applied in “extraor-
dinary circumstances,” usually where 
the relief sought would prejudice third 
parties.3 It is unknown if, after SCA, 
the “extraordinary circumstances” ex-
ception applies to patent infringement 
suits.

However, the SCA Court did refer-
ence equitable estoppel as a potential 
alternative to prevent unreasonable 
delay in patent infringement cases. Eq-
uitable estoppel uses a different stan-
dard for its application; it applies when 
the defendant detrimentally relies on 
the plaintiff ’s words or conduct. There 
are situations where equitable estoppel 
would not apply, but laches would ap-
ply. For example, a patent holder knows 
about an infringing product, makes no 
contact or representations to the in-
fringer and does not file suit until 15 
years later. The patent holder may not 
be equitable estopped in that situation, 
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but laches could have applied.
In the end, the Supreme Court’s SCA 

decision is pro-patent holder. It gives 
patent holders discretion on when to 
assert their patent rights. While the de-
cision leaves the door open to potential 
abuse, it remains to be seen what the 
real impact of the case will be.
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