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.  Introduction

In 2001, the Supreme
Court, in TrafFix Devices, Inc.
v. Marketing Displays, Inc.
addressed the role of trade
dress protection for product
configuration. At first blush,
TrafFix appeared to narrow
the scope of trade dress pro-
tection by broadening the def-
inition of functionality.2 How-
ever, a more comprehensive
review of how federal courts, in particular New York
district courts, have applied TrafFix clearly indicates
that the protection afforded to product configuration
trade dress has not, in fact, been narrowed across the
board and that it remains a viable means of protect-
ing product configuration.
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l. The TrafFix Decision

In TrafFix, the Supreme Court recognized two dis-
tinct tests for functionality: one for utilitarian features
of a product design and one for aesthetic aspects of a
product. When considering utilitarian features of a
product design, the Court clarified that the traditional
Inwood3 test should be applied to determine if a fea-
ture is functional. That is, a product feature is func-
tional “when it is essential to the use or purpose of
the article or when it affects the cost or quality of an
article.”4 Under this “traditional” test, the focus is on
the utility (or usefulness) of a feature rather than on
competitive necessity. Moreover, in addressing the
effect of an expired utility patent on functionality, the
Court indicated that a utility patent is “strong evi-
dence” that the features claimed therein are function-
al under the Inwood test.5 At least as significantly,
however, the Court acknowledged that if a feature is
“merely an ornamental, incidental, or arbitrary aspect
of the device,” it may be nonfunctional, and therefore
qualify for trade dress protection, even if it is dis-
closed, or claimed, in a utility patent.t

When aesthetic aspects of a product configuration
are at issue, the Supreme Court indicated that it is
then appropriate to turn to the Qualitex? “competitive
necessity” test to determine functionality.® Under this
test, a functional feature is one the “exclusive use of

[which] would put competitors at ‘significant non-
reputation-related disadvantage.””?

lll. Circuit Split Regarding Relevance of
Alternative Designs Under Traditional
Test

The Second Circuit has discussed only in dicta the
functionality doctrine post-TrafFix.10 However, several
other circuit courts have addressed the functionality
doctrine and, for the most part, have focused a great
deal on the relevance of “alternative designs” under
the traditional test.11

In TrafFix, the Supreme Court stated that
“[wlhere the design is functional under the Inwood
formulation there is no need to proceed further to
consider if there is a competitive necessity for the fea-
ture.”12 Interpreting this language narrowly, some
courts have held that alternative designs remain rele-
vant as one factor in determining whether a product
configuration is functional under the traditional test,
despite the Supreme Court’s indication that “compet-
itive necessity” is not the focus under the traditional
test.13 For example, in Valu Engineering, Inc. v. Rexnord
Corp., the Federal Circuit stated that “[n]othing in
TrafFix suggests that consideration of alternative
designs is not properly part of the overall mix, and
we do not read the Court’s observations in TrafFix as
rendering the availability of alternative designs irrele-
vant.”14

On the other hand, some courts have interpreted
the Supreme Court’s directive to preclude considera-
tion of alternative designs under the traditional
Inwood test.15 For example, in Eppendorf-Netheler-Hinz
GMBH v. Ritter GMBH, the Fifth Circuit held that the
eight design features of a disposable pipette tip were
functional because all eight features were “essential to
the operation” of the product.1¢ In doing so, the Court
made it clear that the existence of alternative designs
was not germane to the traditional test for functionali-
ty, stating that “[u]nder [the] traditional definition, if
a product feature is ‘the reason the device works,’
then the feature is functional. The availability of alter-
native designs is irrelevant.”1”

Regardless of the circuit split regarding whether
alternative designs are relevant under the traditional
test, TrafFix makes clear that plaintiffs cannot rely on

NYSBA Bright Ideas | Spring/Summer 2004 | Vol. 13 | No. 1



the “competitive necessity” test to establish that utili-
tarian features are nonfunctional. In other words, the
availability of alternative designs can no longer turn a
functional, utilitarian feature into a nonfunctional
one.18

IV. Product Configuration Held Functional

Post-TrafFix, the circuit courts have followed the
Supreme Court’s lead by applying the traditional test
for functionality when utilitarian features of a prod-
uct configuration are at issue and, in the end, have
appeared somewhat reticent to extend trade dress
protection.19 For example, the following have been
held to be “essential to the use or purpose” of a prod-
uct or to “affect[] the cost or quality” of a product
and, therefore, to be functional and not protectible as
trade dress:

* fins, flange, plunger head, plunger, length of
tips, sizes of tips, coloring scheme, and angle of
tip stumps of a disposable pipette tip2

¢ dual strap-hinge design, spine cover, padded
album cover, and reinforced pages of a scrap
book album?!

* round, flat, and tee cross-sectional designs for
conveyor guide rails??

¢ shape and color combination for pharmaceuti-
cal drug tablet?

e grip feature and shape of water bottle?*

Similarly, lower courts have found the following
to be functional under the traditional test and, there-
fore, not protectible as trade dress:

* S-shape lip of disposable plastic serving tray?

_ » white/green color, fabric, flap, and rear win-
dow of golf cart canopy?®

* color yellow for corrugated plastic tubing’

¢ small round beads and colorful pieces in ice
cream?8

» overall arrangement of five design features for
a dental implant (external thread, gray color,
curved upper surface, rounded bottom and
solid abutment)?

e fish shape for gummy candy30

In many cases where the court has found func-
tionality under the traditional test, it has expressly
pointed out that the plaintiff failed to establish that
there was anything “arbitrary” about the individual
features, the arrangement of the features, or the over-
all product configuration.3!

V. Product Configuration Held Nonfunctional

Despite the Supreme Court’s warning against the
“misuse or overextension of trade dress”32 and the
implication that the TrafFix decision significantly
broadened the functionality doctrine, several courts
have found product configurations to be nonfunction-
al in view of TrafFix. For example, some post-TrafFix
decisions have found aspects of a design to be aes-
thetic and thus nonfunctional .33 Moreover, even when
faced with an existing utility patent, courts have been
willing to apply the Supreme Court’s “narrow”
exception for product features that are “merely an
ornamental, incidental or arbitrary aspect of the
device.”34 In fact, it can be argued that, by acknowl-
edging that features in a utility patent claim are not
necessarily functional, the TrafFix decision has some-
what broadened the scope of trade dress protection in
some circuits.®

The following have been held to be nonfunctional
(or at least not necessarily functional) under TrafFix:

e pool hall trade dress36

e arrangement of ornamental features for design-
er pants¥

* jewelry design incorporating a cable configura-
tion38

* arrangement of features for a handbag3
e rabbit’s head corkscrew40
* overall design of a bow-tying device#!

e rectangular horizontal grooves on a clothing
hanger#?

e color red for fencing products#3
e overall trade dress in a Hummer vehicle

e overall trade dress in a cutting tool comprising
color scheme and shape, handles, rail guides,
and hinges#

In many cases, courts have found that a product
configuration can be nonfunctional if it involves
color# or an arbitrary arrangement of product fea-
tures,%” including an arbitrary arrangement of some
functional features combined with aesthetic aspects of
a product design.8 Indeed, in some jurisdictions,
trade dress protection for the arrangement, collection,
or combination of only functional features is still avail-
able,® which can leave significant room for a plaintiff
to protect the “overall” trade dress of a product con-
figuration.
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VI

Conclusion

The Supreme Court’s TrafFix decision clarified the

functionality doctrine and the scope of trade dress
protection for product configurations and, by doing
50, clearly left room for courts to extend trade dress
protection to product configurations when it is war-
ranted. Indeed, it appears the Supreme Court’s Traf-
Fix decision has taken product configuration trade
dress in the right direction. Although there arguably
are more obstacles for a plaintiff to overcome, the
road to trade dress protection remains open, with
TrafFix leading the way.
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and ha[d] no function in the bow making machine. Specifical-
ly, the color, grain and texture of the wood used in the bow
maker ha[d] no relation to the actual function and operation
of the device.” Id. at *23.

42.  Spotless Enterprises, Inc., 2003 WL 22946431, at *21 (rectangular
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Co., Inc., 235 . Supp. 2d 901, 905-08 (C.D. IlL. 2002) (color red
on top-wire strand for field fencing products and on barbs for
barb wire products held nonfunctional because addition of
color did nothing to enhance the efficacy of wire fencing and
was not an indispensable feature, addition of color was orna-
mental and decorative, not essential to the use or purpose of
wire fencing).

44.  General Motors Corp. v. Let's Make a Deal, 223 F. Supp. 2d 1183,

1196 (D. Nev. 2002) (Hummer vehicle trade dress held non-
functional because, although individual elements did serve a
functional purpose, the overall finished product configura-
tion had attained non-functional status; court, neglecting to
cite TrafFix, explained that plaintiff had created a vehicle that
was aesthetically different and that there were ample alterna-
tives available).

45.  Logan Graphic Products, Inc. v. Textus USA, Inc., 67 U.S.P.Q.2d
1470, *3-*4 (N.D. Il1. 2003) (overall product configuration of
cutting tool comprising color scheme and shape, handles, rail
guides and hinges held nonfunctional because, unlike TrafFix,
functionality was not established by expired utility patent,
the features were not required for competition and were not
“something costly to do without”); Cf. Tie Tech, Inc. v. Kine-
dyne Corp., 296 E.3d 778, 786 (9th Cir. 2002) (overall appear-
ance of device for cutting through wheelchair-securement
webbing held functional because individual elements of con-
figuration—enclosed handle, rounded edges and prong that’
guides the web—were essential to the device’s effective use).

46.  Keystone Consolidated Industries, Inc., 235 F. Supp. 2d at 905-08
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Co., Inc. v. Dripless, Inc., 2002 WL 1899729 (TTAB June 25,
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registrable as trademark).

47.  Maharishi Hardy Blechman Ltd., 292 F. Supp. 2d at 549 (“arbi-
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the trade dress was functional because the cable configura-
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for “the creation of lightweight jewelry without sacrificing
band strength and without the use of hinges.” 275 F. Supp. 2d
at 511. The defendants also relied on the existence of plain-
tiff’s utility patent for a cable configuration used in various
products. Id. Despite the existence of a prior utility paterit,
court held that “the defendants’ reliance on the prior patent,
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designs, is insufficient to establish functionality, because. . .
the plaintiffs seek trade dress protection on various designs,
which incorporate cable, but that are primarily based on a
unique arrangement of a cable design with the jewels and
other elements of the jewelry.” Id. at 512 (emphasis added).

49.  See, e.g., Coach, Inc., 2001 WL 812126 at *8 (“The TrafFix deci-
sion does not overrule Second Circuit law that a collection of
functional features may nonetheless be protectable trade
dress”). But see Tie Tech, Inc., 296 F.3d at 786 (“Where the
plaintiff only offers evidence that ‘the whole is nothing other
than the assemblage of functional parts,’ our court has
already foreclosed this argument, holding that ‘it is semantic
trickery to say that there is still some sort of separate ‘overall
appearance’ which is non-functional.”) (citation omitted).
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