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There are unlimited examples of how 
businesses, organizations, and other entities 
are incentivized to use artificial intelligence 
(AI) technology to improve operations and 
performance. Thus, it is expected that, like 
any other entity, the United States Patent 
and Trademark Office (USPTO) would also 
be interested in using AI to improve its op-
erations and performance. Each year, the 
USPTO receives hundreds of thousands of 
patent applications and hundreds of thou-
sands of trademark applications that need 
to be examined and reviewed. In order to 
improve this examination and review pro-
cess, the Director of the USPTO, Andrei 
Iancu, is driving an effort to incorporate 
AI technology into various processes per-
formed by the agency. 

With these changes to the USPTO’s re-
view process, the underlying question is: 
What effect will these changes have on 
patent applicants and patent holders?

On Oct. 29, 2019 at the European Patent 
Information Conference, Director Iancu 
stated that patent offices are “utilizing the 
advances in AI to help our examiners as 
they review the applications coming in” 
and that the USPTO is “integrating AI to 
augment classification and search.” Further, 
Director Iancu stated that with respect to 
trademarks, the USPTO has “been explor-
ing using AI for image search to help find 
prior similar images” and has been develop-
ing AI tools “to detect a pattern of manip-
ulation of images typical of doctored speci-
mens of use.” Director Iancu indicated that 
the USPTO employs a task force that uses 
AI “to detect the level of similarity between 
images to identify when the same or similar 
image has been submitted in multiple ap-

plications by multiple 
applicants to substan-
tiate use of the mark in 
U.S. commerce.”

On Oct. 30, 2019 in a 
statement delivered be-
fore the United States 
Senate Committee on 
the Judiciary’s Subcom-
mittee on Intellectual 
Property, the Commis-
sioner for Patents, An-
drew Hirschfeld, also 
highlighted the impor-

tance being given to AI over the past year 
by the USPTO. Commissioner Hirschfeld 
indicated that examiners currently are allo-
cated 22.5 hours, on average, to review and 
examine each patent application. In partic-
ular, Commissioner Hirschfield indicated 
that a USPTO task force has been created 
to determine how AI can be leveraged by 
patent examiners to locate and retrieve rel-
evant prior art for examiners. This process 
can help patent examiners better allocate 
their time (e.g., the 22.5 hours) during the 
patent examination process.

It is likely that as the USPTO continues to 
incorporate AI into various aspects of the 
examination process, examiners will be-
come more efficient at reviewing and exam-
ining each patent application to determine 
whether a patent should be granted.

Now to the underlying question: What 
effect does the USPTO’s usage of AI have 
on patent applicants and patent holders?

The initial burden of proof is on the 
patent examiner to find the existing prior 
art, e.g., publications, patents, public uses, 
sales, or other public disclosures, that is 

closest to the technology being disclosed 
in the patent application being examined 
in order to prove an invention is not novel 
or is obvious. Patent examiners are typi-
cally limited on how much time is allotted 
to them to find and review this prior art. 
Thus, it can be difficult to thoroughly vet 
and examine, within the allotted time pe-
riod, patent claims of patent applications 
for technologies that are cross-disciplinary, 
very complex, densely worded, or protract-
ed. This can result in patents being award-
ed for inventions that were not thoroughly 
vetted by the patent examiners.

Many of these inadequately vetted pat-
ents that are awarded to applicants may lat-
er be invalidated during a patent infringe-
ment lawsuit, for example. The risk that a 
patent becomes invalidated can result in 
some uncertainty of patent rights in the 
marketplace. This uncertainty can result in 
conflicting patent rights, difficulties in as-
certaining the boundaries of these patent 
rights, and increased litigation. Hundreds 
of millions of dollars are spent each year by 
companies to litigate patent validity, which 
can be very burdensome to these compa-
nies. This uncertainty can also play a role in 
technology licensing, investment, and com-
mercialization of the technology.

Implementation of AI by the USPTO 
can make the examination process more 
efficient by reducing the amount of time 
patent examiners have to spend in search-
ing for relevant prior art. This reduction in 
time can allow patent examiners to provide 
a more thorough examination process of 
new patent applications and decrease the 
likelihood that issued patents would lat-
er be determined to be invalid. Further, a 
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more thorough vetting process can provide 
less uncertainty of patent rights, increase 
the value of the patents, and potentially 
lead to more valuable technology licensing 
agreements, as well as additional techno-
logical investment and commercialization.

Some may view the implementation of 
AI by the USPTO as an effort to make ob-
taining a patent more prohibitive. Natu-
rally, if patent examiners have more time 
to understand the improvement and vet 
the technology, then some patent appli-
cations for which patent examiners had 
insufficient time to thoroughly vet prior 
to the implementation of AI will now 
be more closely scrutinized. This close 

scrutiny may lead to fewer patents being 
granted than otherwise would be with-
out increased efficiency provided by AI. 
While this additional scrutiny may make 
patent procurement more difficult for 
patent practitioners (e.g., patent attor-
neys and patent agents) designated by 
applicants to obtain a patent, applicants 
can have greater confidence that the pat-
ents they are granted are less likely to be 
invalidated.

Overall, the changes being implemented 
by the USPTO to incorporate AI into the 
examination process provide benefits that 
outweigh possible negative side effects. Al-
though it may become more difficult to ob-

tain a patent, applicants, companies, inves-
tors, and many others can have increased 
confidence in the validity of the patents that 
are granted. This increased confidence can 
make the patents more valuable and pro-
vide less marketplace uncertainty.
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tion and prosecution. He has experience in 
developing and managing patent portfolios 
for businesses ranging in size from solo in-
ventors to large corporations. Lloyd can be 
reached at (518) 452-5600 or at lloyd.wil-
son@hrfmlaw.com.


